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DETAILED ACTION 

Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for 
all obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described 
as set forth in section 1 02 of this title, if the differences between the subject matter sought to 
be patented and the prior art are such that the subject matter as a whole would have been 
obvious at the time the invention was made to a person having ordinary skill in the art to which 
said subject matter pertains. Patentability shall not be negatived by the manner in which the 
invention was made. 

Claims 1-5 and 7-15 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Brun (US 6,325,920). 

Brun teaches a process for the sulphurization of hydrotreating catalysts 
where a hydrotreating catalyst made of molybdenum, tungsten, nickel or cobalt in 
the oxide form on a porous inorganic support. Brun teaches the use of an ester of 
orthophthalic acid with the general formula in claim 1 of the application where R 1 
and R 2 can be identical or differently and represent an alkyl, cycloalkyl, aryl, 
alkylaryl, or arylalkyl radical where the radical can comprise 1 to 18 carbon atoms 
and optionally one or more heteroatoms. Brun teaches treating the catalyst with 
the ester of orthophthalic acid and a sulphurization agent to obtain catalysts 
which are more active with regard to hydrosulphurization of hydrocarbon 
feedstocks. 

It would have been obvious to one of ordinary skill in the art at the time of 
the invention that the orthophthalic acid ester and the sulphurization agent can 
be added to the catalyst in any order to achieve the advantage of obtaining 
catalysts which are more active with regard to hydrosulphurization of 



Application/Control Number: 10/552,190 Page 3 

Art Unit: 1793 

hydrocarbon feedstocks. It would have been obvious to one of ordinary skill in 
the art at the time of the invention that adding the orthophthalic acid ester and the 
sulphurization agent separately, at the same time or as a mixture would achieve 
the same purpose of providing both the ester and agent for treating the catalysts 
to obtain catalysts which are more active. Note that Brun et al. disclose "the joint 
use of a sulphurization agent and an ester or orthophthalic acid" (col. 3, lines 50- 
51 ), and "treating the catalyst with a sulphurization agent and an orthophthalic 
acid ester" (col. 6, lines 37-39), which broadly does not require that the agent and 
ester be added to the catalyst at the same time or require any order of adding 
and there is no mention that adding at the same time is required to achieve a 
more active catalyst. 

Ex parte Rubin, 128 USPQ 440 (Bd. App. 1959) (Prior art reference 
disclosing a process of making a laminated sheet wherein a base sheet is first 
coated with a metallic film and thereafter impregnated with a thermosetting 
material was held to render prima facie obvious claims directed to a process of 
making a laminated sheet by reversing the order of the prior art process steps.). 
See also In re Burhans, 154 F.2d 690, 69 USPQ 330 (CCPA 1946) (selection of 
any order of performing process steps is prima facie obvious in the absence of 
new or unexpected results); In re Gibson, 39 F.2d 975, 5 USPQ 230 (CCPA 
1930) (Selection of any order of mixing ingredients is prima facie obvious.). 

Regarding claims 3-4 and 13, Brun teaches that the preferred 
orthophthalic acid esters are those in which the R 1 and R 2 symbols represent 
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identical alkyl radicals comprising 1 to 8 carbon atoms and more particularly, can 
be diethyl orthophthalate. 

Regarding Claim 5, Brun teaches catalyst made of molybdenum, tungsten, 
nickel or cobalt in the oxide form on a porous inorganic support. 

Regarding claims 7-8 and 14, Brun teaches that sulphurization of a 
catalyst consists in treating the catalyst with hydrogen sulphide mixed with 
hydrogen. The sulphurizing agent is a liquid feedstock with a sulphur compound 
such as carbon disulphide, thiophene, dialkyl disulphides, or diaryl disulphides. 

Regarding claims 9 and 15, Brun teaches that DMDS has been 
recommended for the sulphurization of catalysts and Brun teaches that DMDS is 
used at 2% by weight in a feedstock. 

Regarding claims 10 and 12, Brun teaches that sulphurization of the 
catalyst is carried out in a hydrotreating reactor in the presence of hydrogen. This 
process is known as "in situ" where the sulphur compounds are used in the 
presence of hydrogen. 

Regarding claim 1 1 , Brun teaches a sulphurization step can be first 
carried out in the absence of hydrogen. Brun teaches an "ex situ" process where 
the catalyst is pre-activated in the absence of hydrogen outside the refinery after 
having been impregnated with a sulphurizing agent. Then the sulphurization is 
completed in the hydrotreating reactor in the presence of hydrogen. 

Claim 6 is rejected under 35 U.S.C. 103(a) as being unpatentable over 
Brun (US 6,325,920) in view of Dufresne (US 6,077,803). Brun teaches the 
sulphurization of hydrotreating catalysts but does not teach the dissolving the 
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ester brought into contact with the catalyst in toluene. Dufresne teaches that the 
before sulphurization, the catalyst can be treated with a stabilizing agent such as 
an ester which may be diluted in solvent (col. 3, lines 37-63). A well known 
solvent used to dissolve organic compounds is toluene. It would have been 
obvious to one of ordinary skill in the art at the time of the invention to combine 
the treatment of the catalyst with Brun and the use of the stabilizing agent in 
toluene taught in Dufresne because the liquid stabilizing agent stabilizes the 
incorporation of sulfur into the pores of the catalyst. 

Response to Arguments 

Applicants response to the arguments filed January 29, 2010, have been 
considered but are not persuasive. First, applicant argues that the rejection under 
Brun does not anticipate the claims. In the rejection mailed on July 29, 2009, the 
examiner did not make an anticipation rejection. The examiner made an 
obviousness rejection of claims 1-5 and 7-12 under Brun. 

The claims as written are obvious because case law teaches that the 
order of addition of ingredients is obvious. Applicant has not shown unexpected 
results from this addition. As the 103 rejection above states, case law has 
determined that combining the same steps in different order in an invention is not 
a patentable step. Applicant has pointed out in previous responses that the 
examples in the present specification indicate an improvement in the process. 
However, the prior art, which is the applicant's, shows that when the sulfonated 
compound is used simultaneously, an RVAof 115 can be obtained. The results 
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therefore, cannot be unexpected and the order of the addition of the compounds 
is still obvious. The arguments from the previous office action address this issue: 

In this case, applicant's own patent is the prior art, Brun (6,325,920), which 
shows that when DMDS and DEP are used together on the catalyst that an RVA 
of up to 1 15 can be reached (Table 2). Applicant's current specification states an 
RWA [sic] of 1 16 with the same compounds in different order. The comparative 
example in the present specification uses only DMDS as in Table 2 of the prior 
art. The RVA with DMDS alone is 100. Applicant states that DMDS is used with 
SRGO however this is the feedstock. Therefore, the case law used to reject 
these claims is on point in these circumstances as there is no statistical 
difference between simultaneous sulphidation as taught by Brun '920 and step- 
wise sulphidation as claimed. Brun et al. disclose "the joint use of a 
sulphurization agent and an ester or orthophthalic acid" (col. 3, lines 50-51), 
orthophthalic acid ester "can be" incorporated as a mixture with the sulphur 
compound (col. 4, lines 9-11) and "treating the catalyst with a sulphurization 
agent and an orthophthalic acid ester" (col. 6, lines 37-39), which broadly does 
not require that the agent and ester be added to the catalyst at the same time as 
a mixture. 

Conclusion 

All claims are drawn to the same invention claimed in the application prior 
to the entry of the submission under 37 CFR 1.114 and could have been finally 
rejected on the grounds and art of record in the next Office action if they had 
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been entered in the application prior to entry under 37 CFR 1.114. Accordingly, 
THIS ACTION IS MADE FINAL even though it is a first action after the filing of a 
request for continued examination and the submission under 37 CFR 1 .1 14. See 
MPEP § 706.07(b). Applicant is reminded of the extension of time policy as set 
forth in 37 CFR 1 .136(a). 

A shortened statutory period for reply to this final action is set to expire 
THREE MONTHS from the mailing date of this action. In the event a first reply is 
filed within TWO MONTHS of the mailing date of this final action and the advisory 
action is not mailed until after the end of the THREE-MONTH shortened statutory 
period, then the shortened statutory period will expire on the date the advisory 
action is mailed, and any extension fee pursuant to 37 CFR 1.136(a) will be 
calculated from the mailing date of the advisory action. In no event, however, will 
the statutory period for reply expire later than SIX MONTHS from the mailing 
date of this final action. 

Any inquiry concerning this communication or earlier communications from 
the examiner should be directed to MELISSA STALDER whose telephone 
number is (571)270-5832. The examiner can normally be reached on Monday- 
Friday, 8:00-5:00pm. 

If attempts to reach the examiner by telephone are unsuccessful, the 
examiner's supervisor, Melvin Curtis Mayes can be reached on 571-272-1234. 
The fax phone number for the organization where this application or proceeding 
is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from 
the Patent Application Information Retrieval (PAIR) system. Status information 
for published applications may be obtained from either Private PAIR or Public 
PAIR. Status information for unpublished applications is available through 
Private PAIR only. For more information about the PAIR system, see http://pair- 
direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll- 
free). If you would like assistance from a USPTO Customer Service 
Representative or access to the automated information system, call 800-786- 
9199 (IN USA OR CANADA) or 571-272-1000. 



MS 

02-04-10 

/Melvin Curtis Mayes/ 

Supervisory Patent Examiner, Art Unit 1793 



